THIS DISPOSITION IS NOT
CITABLE AS PRECEDENT OF
THE TTAB

Mai l ed: July 26, 2002
Hear i ng: Paper No. 37
February 12, 2002 PTH

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Pi nkerton Service Corporation
V.
Seni or Technol ogi es, Inc.

Opposition No. 108, 377
to application Serial No. 75/129, 205
filed on July 2, 1996

Gordon E. Gray 11l and Albin H Gess of Price and Gess
for Pinkerton Service Corporation.

Vincent L. Carney for Senior Technol ogies, Inc.

Before Quinn, Hairston and Rogers, Adm nistrative
Trademar k Judges.

Opi nion by Hairston, Adm nistrative Trademark Judge:
Seni or Technol ogies, Inc. has filed an application

to register the mark depicted bel ow,

CSatch-Al
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for “alarns for health care facilities, nanely, door
alarms to prohibit unauthorized exit or unauthorized
entry.”?!

Pi nkerton Service Corporation has opposed
registration. As grounds for the opposition, opposer
alleges that it and its predecessors in interest have
used the mark WE NEVER SLEEP along with a realistic
depi ction of a human eye since before 1884 in connection
with the rendering of security and investigation services
to custoners of every type; that a stylized eye design
has been in use at |east since 1976 in connection with
security and investigation services and the protection of
peopl e and property; and that it is the owner of the

following valid and subsisting trademark registrations:

(a) WE NEVER SLEEP and the depiction of a human eye
shown bel ow,

! Serial No. 75/129,205 filed July 2, 1996, alleging dates of
first use of January 23, 1989.
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N, T

Aryrn oY

for “private detective investigations and
property surveillance;”?

2 Registration No. 539,452 issued March 13, 1951; renewed.
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(b) PINKERTON and the stylized eye design depicted
bel ow,

()
Pinkerion

for “making private investigations and security

surveys for others; maintaining surveillance,

control and protecting people and physi cal
property;

provi di ng uni formed security forces;

» 3

(c) PINKERTON and the stylized eye design depicted
bel ow,

N
%
PINKERTON

for “providing guard services, security patrol
services, and investigation services; nanely,
service quality investigations, background

i nvestigations, financial conditions

i nvestigations,

fact verification investigations, personal
protection, surveillance undercover

i nvestigation;”*

3 Registration No. 1,078,654 issued Novenber 29, 1977; renewed.
4 Registration No. 1,778,207 issued June 22, 1993; affidavits
under Sections 8 and 15 accepted and acknow edged, respectively.
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(d) PINKERTON and the stylized eye design depicted
bel ow,

P
%
PINKERTON

for “risk assessnent service; nanely, providing
reports and i nformation regarding potential threat
and vulnerability to harmto persons travelling
abroad;”® and

(e) PINKERTON and the stylized eye design depicted
bel ow,

o~
»2
PINKERTON

for “servicing of automatic financial teller
machi nes (ATMS) and point of sale nmachines for
financial institutions; nanely, restocking of cash

° Registration No. 1,780,710 issued July 6, 1993; affidavits
under Sections 8 and 15 accepted and acknow edged, respectively.
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and supplies;” and “repair of automatic financi al
services machines; nanely, automatic teller
machi nes (ATMS) and point of sale nmachines for
financial institutions.”®
Opposer all eges that applicant’s mark, when used in
connection with its identified goods, so resenbles
opposer’s previously used and registered marks set forth
above, as to be likely to cause confusion.’
I n addition, although not pleaded in the notice of
opposition, opposer made of record by means of notice of
reliance a status and title copy of Registration No.

1,077,153 issued Novenber 8, 1977 (renewed) for the

stylized eye design shown bel ow

for “making private investigations and security surveys

for others; maintaining surveillance, control and

® Registration No. 1,790,672 issued August 31, 1993; affidavits
under Sections 8 and 15 accepted and acknow edged, respectively.
" pposer al so pl eaded ownership of Registration No. 1,788, 407
for the mark PI NKERTON and a stylized eye design for “enploynent
agency services.” Ofice records show that this registration
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protecti ng people and physical property; providing
uni fornmed security forces.” The status and title copy of
Regi stration No. 1,077,153 was submtted with the notice

of reliance which

was cancel ed Decenber 23, 2000 under Section 8 of the Tradenark
Act. Thus, we will give no consideration to this registration.
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included, inter alia, status and title copies of
opposer’s pl eaded registrations. The registration was
specifically identified in the “Exhibit List”
acconpanying the notice of reliance. |In view thereof,
and i nasnuch as applicant has not objected to the
registration, we deemthe notice of opposition anmended
pursuant to Fed. R. Civ. P. 15(b) to plead ownership of
this registration and a likelihood of confusion
t herew t h.

Applicant, in its answer, denied the salient
al | egati ons of the opposition.

The Briefs and Argunents

Before turning to the record and the nerits of this
case, we nust discuss several prelinmnary matters.

First, applicant has filed a notion to strike
certain argunments in opposer’s brief on the case.
Applicant maintains that these argunents relate to issues
whi ch have been raised for the first time in opposer’s
brief. In particular, applicant seeks to strike
arguments relating to the dilution of opposer’s marks and
a purported deficiency in the specinmen submtted with

applicant’s application.® It

8 pposer maintains that the specinen is a brochure “that
Applicant cannot attest was even used in interstate commerce or
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is applicant’s position that neither of these issues
shoul d
be interjected into this proceeding at this |ate date.
Opposer, on the other hand, citing Estate of Biro v.
Bic Corp., 18 USPQ2d 1382, 1385-6 (TTAB 1991), argues
that once it established its standing in this proceeding,
it was entitled to assert any argunent in its trial
brief, constrained only by the bounds of Rule 11 of the
Federal Rules of Civil Procedure (FRCP).
While it is true that an opposer who has properly
pl eaded its standing in an opposition is entitled to
pl ead any avail abl e ground for opposition, the opposer
may not assert the ground for the first time in its brief
on the case. Where, as here, a claimof dilution was not
pl eaded in the notice of opposition, such a claimcannot
be relied upon by opposer unless the notice of opposition
was anended (or deemed anmended), pursuant to FRCP 15(a)
or (b), to assert the claim See TMPB Sections 321 and
507.01. In this case, the notice of opposition was not
amended to plead dilution and we do not deem the notice
of opposition amended to assert the matter. Opposer

presented no particular evidence during the trial of this

actually affixed to [applicant’s] product.” (Opposer’s brief,
p. 21, footnote 3).
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case that woul d have put applicant on notice that opposer

was asserting a claimof dilution.?®

® W shoul d point out that opposer’s reliance on Estate of Biro
is msplaced. That case dealt with the issue of whether the
plaintiff therein had properly pleaded its standing; not whether
the plaintiff could plead additional grounds for opposition.

10
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Wth respect to opposer’s contention in its brief
that the specinens submtted with applicant’s application

are “deficient,” we should point out that a claimthat
speci nens were not used on or in connection with the
goods is not a ground for opposition and, therefore, not
a matter which the Board would entertain. 1In this
regard, a proper ground for opposition would be that
applicant did not use the mark on or in connection with
its goods prior to the filing date of the application.
However, before the Board could consider such a ground,

t he notice of opposition would have had to be anmended (or
deenmed anended) to assert the matter. Cbviously, in this
case, the notice of opposition was not anended to pl ead
this ground and the notice of opposition is not deened
anended to assert such a ground.

In view of the foregoing, applicant’s notion to
strike is granted to the extent that, in deciding this
opposition, we will give no consideration to the
arguments in opposer’s brief relating to the issues of
dilution and the purported deficiency in the specinen
submtted with applicant’s
application. Thus, the only issue before us is that of

i kel'i hood of confusion, there being no issue as to

11
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priority in view of opposer’s ownership of valid and
subsisiting registrations.

An additional matter that requires conment concerns
opposer’s statenment in its brief on the case that it is a
hol di ng conpany, which “owns each of the registrations at
issue in the present action and |licenses these marks to
Pi nkerton’s Inc.” (Brief, p. 9). Applicant, inits
brief on the case, characterizes this statenent as an
“adm ssion against interest.” Applicant argues that
there is no evidence of record which shows that the use
of the marks by Pinkerton’s Inc. inures to the benefit of
opposer and that this raises a question as to whether
opposer is entitled to rely upon use of the marks by
Pi nkerton’s Inc.

Opposer has submtted, by nmeans of notice of
reliance, copies of its pleaded registrations. Each of
the registrations shows ownership in opposer. Thus,
there is no question that opposer is entitled to rely
upon the registrations in this proceeding. As noted by
the Board in Liberty & Co. Ltd. v. Liberty Trouser Co.,

I nc., 216 USPQ 65, 66-67 (TTAB 1982) (citations omtted),
ownership of a subsisting registration constitutes prim
facie evidence of the use of the mark shown therein for

t he goods or services recited in the registration since

12
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the filing date of the application which matured into the
registration. Moreover, there is nothing in this record
to indicate that Pinkerton Inc.’s use of the marks does
not inure to opposer.

Cbj ections to Testinobny and the Record

Applicant has raised objections to certain aspects
of the testinony of opposer’s w tness, Jane Adler. M.
Adl er is an archivist who once worked for opposer and
much of her testinony is devoted to recounting the
hi story of opposer and the life of its founder, Allan
Pi nkerton. Applicant has essentially objected to this
testimony on the ground that Ms. Adl er does not have
personal know edge of the events to which she has
testified.

Obvi ously, Ms. Adler does not have personal
know edge of events which are alleged to have occurred
during Allan Pinkerton’s |ife (1819-1884) and opposer’s
early beginnings. Also, we recognize that nmuch of Ms.
Adl er’s testinony was based on information derived from
t he vi deot apes, books and publications introduced as

exhibits during her testinony. '

10 The exhibits introduced during Ms. Adler’s testinony consi st
of the followi ng: excerpts fromthe book titled The Pinkertons:

The Detective Dynasty That Made Hi story, James D. Horan (1967);
excerpts fromthe book The Eye That Never Sl eeps, Frank Mrn
(1982); a publication titled Hi story and Evi dence of Passage of

13
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VWhile in certain instances it is sonmewhat difficult to
di scern whether certain of the events Ms. Adler testified
about are factual or are nore akin to |egend, we are
nonet hel ess inclined to allow all of Ms. Adler’s
testimony and accord it appropriate probative val ue.
Appl i cant has al so objected to the testinony of
opposer’s witness Al ex Felipe concerning the nunber of
contracts opposer has with health care providers. M.
Felipe testified that during the course of his job as
opposer’s direct marketing information supervisor, he
revi ews opposer’s database of information concerning
opposer’s active and inactive clients. According to M.
Fel i pe, he obtained the information regarding the
contracts with health care providers from opposer’s
dat abase. Applicant has objected to the testinony on the
ground of hearsay, arguing that there is no indication
that M. Felipe is responsible for the entry of
information in opposer’s database or that the database is

kept in the regular course of business.

Abr aham Li ncoln from Harrisburg, Pa. To Washington D.C. on the
22"% and 23'Y of February 1861 authored by Allan Pinkerton in
1868 and published by the Pinkerton National Detective Agency in
1906; a videotape titled “Inside the Pinkertons” broadcast on

t he Di scovery Channel network in 2000; a videotape titled “Allan
Pinkerton The Original Private-Eye” broadcast on the A& network
in 1996; Detective Agency’'s Papers Open W ndow on Anerican
Social History, The Gazette (Library of Congress, Washi ngton

14
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It is opposer’s position, however, that its database
is “business information” and, thus, falls into the
busi ness records exception to the hearsay rule.

In this case, we are inclined to agree with opposer
t hat a database containing information about client
contracts is a business record and, as such, falls within
t he busi ness records exception to the hearsay rule.

Thus, applicant’s objections to M. Felipe' s testinony
are not well taken.

Finally, opposer has objected to certain aspects of
the testinony of applicant’s w tness, Kathleen Dowdi ng
and applicant’s Exhibit 5 thereto. M. Dowding is a
| egal assistant in the office of applicant’s counsel.
According to Ms. Dowdi ng, she conducted a search of the
U. S. Patent and Trademark Office’s TESS dat abase for
“trademar k applications and registrations which had an
eye design” and “[t] he search provided 2,871 records of
applications and registrations, which contained the eye
design.” (Dep. 11, 12). Applicant’s Exhibit 5 is a |ist
of these marks with the serial and/or registration
nunbers. Opposer objected to the testinony and the
exhi bit as hearsay during the deposition and renewed the

objections in its brief. |In addition, opposer argues

D.C.) June 30, 2000; and a printout of information about Allan

15
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that the subm ssion of a nere list of third-party
applications/registrations is not the proper way to make
such applications/registrations of record.

Appl i cant has not responded to the objections inits
brief. Moreover, opposer is correct that the subm ssion
of a nere list of third-party applications/registrations
is not the proper way to make such
applications/registrations of record. Rather, actual
copi es of the applications/registrations or the
equi val ent thereof, i.e., printouts of the
applications/regi strations which have been taken fromthe
USPTO s own conputerized database, nust be submtted. In
t he absence thereof, the testinony and the |ist of
applications/registrations is of no probative val ue.

The record therefore consists of the pleadings; the
file of the opposed application; and the trial testinony,
with acconpanyi ng exhi bits of opposer’s w tnesses
Patricia Carlson, Dr. John Brasch (as an adverse
wi tness), Jane Adler, and Alex Felipe. 1In addition,
opposer submtted notices of reliance on, inter alia,
status and title copies of its pleaded registrations;
printed publications and excerpts from printed

publications; a copy of opposer’s 1997 annual report;

Pi nkert on downl oaded fromthe Bi ography Online Database.

16
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copi es of pronotional brochures; printouts of information
downl oaded from opposer’s website'’; and applicant’s
responses to opposer’s interrogatories.

Applicant submtted the trial testinony with rel ated
exhibits of its witnesses Dr. John Brasch, Thomas Benes,
and Kat hl een Dowdi ng. Applicant submtted under notice

of

2 wWiile materials such as an annual report, pronotional
brochure and a printout retrieved fromthe Internet do not
qualify as printed publications under Rule 2.122(e) and
generally may not be introduced in an opposition by nmeans of a
notice of reliance, in this case, applicant has not objected to
these materials on the basis that they were inproperly
submtted. Thus, we consider applicant to have stipulated to
the entry of the annual report, pronotional brochures and
printouts into the record. Cf. Racine Industries Inc. v. Bane-
Cl ene Corp., 35 USPQ2d 1832, 1834 n.4 (TTAB 1995); and JSB
International, Inc. v. Auto Sound North, Inc., 215 USPQ 60 n.3
(TTAB 1982). Indeed, at page 10 of its brief, applicant states
that such materials “may cone into evidence.”

17
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reliance, inter alia, opposer’s responses to applicant’s
interrogatories; copies of third-party registrations for
mar ks whi ch i nclude an eye design; a certificate of
i ncorporation for Pinkerton Systenms Integration, Inc.; a
dictionary entry for the word “security”; and a status
and title copy of its registration for the mark
WANDERGUARD and desi gn.

The case has been fully briefed and an oral hearing
was hel d. *?

The Parti es

Opposer

The record shows that opposer is the | argest
security firmin the United States with over 393 branch
of fi ces throughout the country. Opposer offers a w de
range of security services, including guard services,
pre-enpl oyment and enpl oyee screening; crisis managenent,
threat assessnment, and security systens integration.
Opposer’s security systens integration services involve

sel ection and depl oynent of a combination of hardware and

12 W note that opposer’s reply brief is twenty-eight pages in
 ength, including the table of contents and index of cases.
Trademark Rule 2.128(b) provides, in pertinent part, that a
reply brief shall not exceed twenty-five pages in its entirety.
I nasmuch as opposer’s reply brief exceeds the page limt set by
Rul e 2.128(b), it is hereby stricken and has been given no
consi deration. See United Foods Inc. v. United Air Lines Inc.,
33 USP@d 1542 (TTAB 1994). Under the circunstances, opposer’s

18
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sof tware technology to provide security to opposer’s
clients. Such hardware may include access control

devi ces, closed circuit

tel evision canmeras, optical turnstiles, intrusion

det ection, electronic inmaging, custom security consol es,
renote nonitoring, video imge enhancenent, and badgi ng
suppl i es.

Opposer provides its services to a wi de range of
customers including Toyota and General Motors and ot her
Fortune 1000 conpani es, the Oscar and Emmy awards, and
heal th care providers.

Opposer’s archivist, Ms. Adler, traced opposer’s
begi nnings to the m d-1800"s and its founder Allan
Pi nkerton. Pinkerton imm grated from Scotland to the
United States in 1842. In 1850 at the age of 31,

Pi nkerton founded the Pinkerton National Detective Agency
in Chicago, Illinois. It was the first detective agency
in the United States and it focused on providing security
for people and property. Pinkerton and his agents had an
advant age over |l ocal police departnments in that they
could cross city, county and state |lines to pursue and
capture crimnals. They quickly devel oped a reputation

for honesty and integrity. The agency used the depiction

notion to extend the time in which to file a reply brief is

19
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of a human eye and the notto “We Never Sleep” as its
trademark, and a sign bearing this mark hung over the
agency’s entrance. The agency canme to be known as “The
Eye That Never Sl eeps” or sinply “The Eye.”

The agency prospered, receiving contracts to provide
security services to six major railroads. The railroads
had been | osing substantial sunms of nmoney to conduct or
enbezzl ement and Al lan Pinkerton established an
undercover operation using “spotters” to spot and capture
enbezzlers. Pinkerton cane to know two influential nen
during this time, George MClellan and Abraham Li ncol n.
According to a book authored by Pinkerton, his agents
| earned of a plot to assassinate then President-elect
Lincoln during his trip from Pennsyl vania to Washi ngt on
D.C. on the eve of his inauguration. Pinkerton devised a
pl an whereby he di sgui sed Lincoln and changed his travel
arrangenents, thereby assuring Lincoln' s safe arrival for
hi s i naugurati on.

During the Civil War, Pinkerton and his agents
gathered intelligence for the Union arny and Genera
McCl el l an and they were dubbed the “Secret Service”.

They were the precursor to the present day governnent

protective agency which bears this name.

deni ed as noot .

20
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In the post Civil War era, Pinkerton and his agents
were best known for pursuing train robbers and ot her
outlaws. After Pinkerton’s death in 1884, his sons
W I Iliam and Robert took over operation of the agency.
Foll owi ng their deaths, the agency was operated by two of
Pi nkerton’s grandsons. Around the tinme of Wrld War 1,

t he agency began to nove away from police work and expand
its role in the protection of factory plants and

prem ses. In 1982, the agency was purchased by Anerican
Brands who in turn sold it in 1988 to California Pl ant
Protection, Inc. Securitas, a Swedish security firm
recently acquired the agency.

Appl i cant

Seni or Technol ogies, Inc., is a manufacturer and
seller of products to the |long-term health care industry.
Applicant’s products are designed to informthe staff of
long-term health care facilities, such as nursing hones,
of certain circunstances that may indicate a danger to
the patients. Generally, applicant’s products are
i ntended for the safety of wanderers, such as Al zhei mer
patients. Applicant has four product |lines - the Arial
line for a nurse calling system the Wanderguard |ine
t hat indicates unauthorized departure of a patient, the

M cro-Tech |ine that detects notion of a patient, such as

21
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a wheelchair or a bed, and the Tabs product line that
alerts the staff if a patient falls or noves into a
danger ous position.

Applicant’s invol ved mark CATCH- ALL and design is
used on door alarns for health care facilities, to
prohi bit unauthorized exit or entry. This product is for
i nfrequently used doors, such as fire doors, and is
intended to sound an alarmif a patient (or anyone el se)
passes through the door. Applicant’s CATCH- ALL product
is a conpanion to its Wanderguard product, which is for
frequently used doors. Applicant first used the CATCH
ALL and design mark in 1989. According to the testinony
of its president, it was applicant’s intent in selecting
the CATCH- ALL and design mark to choose a mark with an
eye design simlar to that already in use as part of its
WANDERGUARD and design mark since they were to be
conpani on products. Applicant’s sal es have total ed
$400, 000 to $500, 000 since the introduction of its CATCH-
ALL and desi gn door al arns.

Priority

As i ndicated above, opposer made of record status
and title copies of its pleaded registrations. Thus,
there is no issue with respect to opposer’s priority of

its registered marks. King Candy Co., Inc. v. Eunice

22
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King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA
1974) .

Li kel i hood of Confusi on

We turn our attention to the issue of I|ikelihood of
confusion. Our determ nation under Section 2(d) of the
Trademark Act is based on analysis of all of the
probative facts in evidence that are relevant to the
factors bearing on the likelihood of confusion issue. In

re E. |. DuPont de

23
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Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).
The rel evant factors for which there is probative
evi dence of record are di scussed bel ow.

Rel at edness or Lack Thereof Between the Goods/ Servi ces

We turn first to a consideration of the rel atedness
or |ack thereof between opposer’s services and
applicant’s goods. At the outset, we note that the
surveill ance services identified in opposer’s pleaded
registrations are the nost relevant of opposer’s services
in this case. Opposer maintains that its surveillance
services and applicant’s door alarns for health care
facilities are
related. Applicant, on the other hand, nmaintains that
t hese goods and services are specifically different in
nature, and thus are not rel ated.

As noted by our primary reviewi ng court in Canadi an
| nperial Bank v. Wells Fargo Bank, 811 F.2d 1490, 1
UsP@2d 1813, 1815 (Fed. Cir. 1987), “the question of
l'i kel i hood of
confusi on nust be determ ned based on an anal ysis of the
mark as applied to the goods and/or services recited in
applicant’s application vis-a-vis the goods and/ or
services recited in opposer’s registration, rather than

what the evidence shows the goods and/or services to be.”

24
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Further, in the absence of specific linmtations in an
application or registration, the goods and/or services
identified therein nmust be considered to travel in al
“the normal and usual channels of trade and net hods of
distribution” to all the normal and usual purchasers of
t he goods and/or services. CBS Inc. v. Mdirrow, 708 F.2d
1579, 218 USPQ 198, 199 (Fed. Cir. 1983).

Moreover, in order to support a finding of
i kel'i hood of confusion, it is not necessary for the
goods or services of the parties to be simlar or
conpetitive, or even that they nove in the sane channels
of trade. It is sufficient that the respective goods or
services of the parties are
related in some manner, and/or that the conditions and
activities surrounding the marketing of the goods or
services are such that they would be encountered by the
sane persons under circunstances that coul d, because of
the simlarity of the marks, give rise to the m staken
belief that they originate fromthe sanme producer. 1In re
I nternati onal Tel ephone & Tel egraph Corp., 197 USPQ 910,
911 (TTAB 1987).

In this case, opposer’s surveillance services,
including the protection of people and property, are

broad enough to include the installation, nonitoring, and

25
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mai nt enance of door alarns for all types of facilities,
including health care facilities. In fact, opposer’s
witness, M. Felipe, testified that opposer offers access
control services that include devices such as cl ose-
captioned tel evisions and alarns. Although there are
specific differences between opposer’s surveill ance
services and applicant’s door alarns for health care
facilities, they are nonethel ess conpl ementary goods and
services, and we find that they are sufficiently rel ated
if offered under the identical or substantially simlar
mar ks, confusion as to source or sponsorship would be
likely. Wth respect to the other of opposer’s services
identified in its registrations, nanely, private
detective services; security guard services; service and
repair of automated teller machine services;
i nvestigation services; and risk assessnment services, we
are not persuaded on this record that they are related to
applicant’s door alarns for health care facilties. In
view of the foregoing, this du Pont factor favors opposer
in regards to its surveillance services.
Channel s of Trade/ Purchasers

Al t hough applicant’s identification of goods
contains a restriction such that applicant’s door al arns

are sold only to “health care facilities,” opposer’s

26
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registrations contain no restriction as to channels of
trade or purchasers. Thus, we nust presune that
opposer’s surveillance services would nmove in all the
normal channels of trade and be offered to all the usual
purchasers, including health care facilities. Thus, for
pur poses of our analysis, the parties’ trade channels and
purchasers are identical. Thus, we find that this du
Pont factor favors opposer
Degree of Care Exercised by Purchasers of the
Goods/ Servi ces

The next factor in this case concerns the degree of
care exercised by the purchasers of opposer’s services
and applicant’s goods. Clearly, purchasers and
prospective purchasers of surveillance services would
exercise care in their selection. Such services involve
the protection of persons and property and there is no
guestion that a great deal of attention would be paid to
sel ecting a conpany to provide these services. Also, we
woul d expect purchasers and prospective purchasers of
door alarns for health care facilities to exercise care
in the selection of these products. Health care
facilities have a responsibility to provide a safe and
secure environnent for their residents. Not only nust

they conply with governnment regul ati ons, but they have
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liability concerns as well. Thus, there is sinply no
gquestion that health care facilities would exercise care
in the selection of door alarms that would alert staff to
an unaut hori zed entry or exit. Accordingly, we find that
this du Pont factor favors applicant. Wth respect to
this factor, our primary review ng court in Electronic
Design & Sales Inc. v. Electronic Data Systenms Corp., 954
F.2d 713, 21 USP@d 1388, 1392, stated:

Where the purchasers are the sanme, their

sophistication is inportant and often dispositive
because “[s]ophisticated consunmers my be

expected to exercise greater care.”
(Citing Pignons S. A de Mecani que de Precision
v. Polaroid Corp., 657 F.2d 482, 489, 212
USPQ 246, 252 (1st Cir. 1981).
Fame of Opposer’s Marks
The next du Pont factor we consider is the asserted

fame of what opposer characterizes as the “all seeing eye
of Pinkerton.” COpposer nmaintains that its “historic [eye
design] forn’ and “nodern [eye design] forni, as shown
bel ow, are fanous. [Opposer’s brief, p. 11].

Hi storic Form?

13 Thi s design does not reproduce adequately. Surrounding the
human eye design in large print are the words “ Pl NKERTON

NATI ONAL DETECTI VE AGENCY.” Directly below the design in snal
print is the slogan “W never sleep.” On the left are the nanes
of the Pinkerton detectives, including of course, Allan

Pi nkerton.

28



Qpposition No. 108, 377

29



Qpposition No. 108, 377

Modern Form

()
Pinkerion

Fame, of course, is a significant factor in the

determ nation of |ikelihood of confusion, and can play a
dom nant role in cases featuring a famus or strong nark
Kenner Parker Toys, Inc. v. Rose Art Industries Inc., 963
F.2d 350, 22 USPQd 1453 (Fed. Cir. 1992).

There is no dispute that the Pinkerton nane is
famobus. | ndeed, applicant’s president has acknow edged,
“Pinkerton is a well-established brand nane.” (Brasch
dep., p. 43, line 21). Nonetheless, there is
insufficient evidence in this record fromwhich we nmay
conclude that either the historic or nodern form of the
all-seeing eye is fambus for opposer’s services.

Wth respect to the historic formof the all-seeing
eye, the evidence of record establishes use of this
design by Allan Pinkerton and the Pinkerton Nati onal
Detective Agency in connection with detective services in
the late 19'" and early 20'" century. It is not clear from

the record, however, the extent to which this design has
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been used in connection with the surveillance services
identified in opposer’s registrations since that tine.
In other words, this record shows the historical
significance of opposer’s historic all-seeing eye design,
but not current use of this design as a mark. \While
there is no question that the design is referred to in
t he books/ publications of record and in the two
tel evision docunentaries, this does not establish that
the design is so well known anmobng purchasers and
prospective purchasers of opposer’s services that the
design nmay be said to be fanbus. So as to be clear, the
fact that historians who are know edgeabl e about All an
Pi nkerton are well aware of the design does not nean that
the design is fambus in a trademark sense anong rel evant
pur chasers.

Further, with respect to the nodern formof the all-
seei ng eye design, there is no testinony or other
evi dence concerning the length of tine opposer has used
this design either alone or as part of opposer’s
conposite marks. Moreover, there is no testinony or
ot her evi dence concerning the extent of opposer’s
advertising or pronotion of any of its services under
this design either alone or as part of opposer’s

conposite marks. Al though opposer has made of record
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copi es of pronotional brochures and an issue of its

Sol uti ons magazi ne wherein the design appears, there is
no testinmony concerning the extent of distribution of
these materials. W recognize that opposer is the

| eadi ng security firmin the United States, and that it
has estimated its goodwill at $86.4 mIlion. However,
this is not enough for us to conclude, as opposer urges,
that its nodern formof the all-seeing eye design is
fanbus, as opposed to the Pinkerton nane. Conpare e.qg.
Bose Corporation v. QSC Audi o Products, Inc., No. 01-
1216, ___ F.3d __, __ USPQ@d ___ (Fed. Cir., June 14,
2002); (The marks ACOUSTI C WAVE and WAVE hel d fanous in
view of 17 years use of the ACOUSTI C WAVE nark on tabl e-
top | oudspeaker music systemand $5 mllion annually in
advertising; 8 years use of the WAVE mark on table-top
radio with total advertising expeditures of over $60
mllion; “vast evidence of public notice given to the
mar ked products”; and “consi derable record evidence of
advertising and sales literature that al so decouples the
product marks fromthe famus [ BOSE] house mark”); and
Toro Co. v. ToroHead Inc., 61 USPQ2d 1164 (TTAB 2001)

[ The mark TORO held famous in view of “testinony that

[ opposer] has over $1.3 billion in annual sales, that it

spends $35 to $40 million annually on advertising, and
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that it advertises in trade journals, daily newspapers,
nati onal publications, and on national television.”]

I n sum opposer has not established on this record
that either the “historic” or “nodern” formof its all-
seei ng eye design is famobus. Thus, neither its mark
whi ch consists of the nodern design or its conposite
mar ks whi ch i nclude versions of these designs, are in our
eyes, fanous marks. Accordingly, this du Pont factor is
neutral .

Third-party Use and/or Registration of Simlar Marks

Appl i cant maintains that marks which include an eye
desi gn are weak marks and thus not entitled to a broad
scope of protection. In support of its position,
applicant submtted sixty third-party registrations for
mar ks that include an eye design for various goods and
services. W note that fifty of these registrations
cover goods or services not of a type involved in this
case or even arguably related thereto. However, ten of
the registrations do cover goods and/or services of a
type involved in this case or at the very |east related

to the security field. ™

14 For exanple, Registration No. 949,649 is for the mark
GUARDWARE and t he design of a house and an eye for security
hardware, burglar alarns and fire alarns; Registration No.
1,244,789 is for the mark SENTRY SECURI TY SYSTEMS, INC. and the
design of a pair of eyes for the installation of business and
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Al t hough third-party registrations are not evidence
of use of the involved marks or the extent to which the
rel evant purchasing public is aware of them as the Board
noted in American Hospital Supply Corp. v. Air Products
and Chemi cals, Inc., 194 USPQ 340, at 343, they are

“conpet ent

to establish that a portion conmmon to the marks invol ved
in a proceeding has a normally understood and wel | - known
meani ng; that this has been recogni zed by the Patent and
Trademark Office by registering marks containing such a
common feature for the same or closely rel ated goods
where the remaining portions of the marks are sufficient
to distinguish the marks as a whole; and that therefore
the inclusion of [the commpbn elenment] in each [invol ved]
mark may be an insufficient basis upon which to predicate
a holding of |ikelihood of confusing simlarity.”

In this case, we find that the pertinent ten third-
party registrations are probative of the fact that eye

desi gns have appealed to others in the security field;

honme security alarm systens, providing security guard security
services, and private investigations and lie detection testing;
Regi stration No. 1,566,744 is for the mark ARGUS SECURI TY GROUP
INC. and the design of an eye for security guard services; and
Regi stration No. 1,753,158 is for the mark SMART BOX and the
design of an eye for security and key controlled nonitoring
systens for new car deal ershi ps.
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that such designs are not particularly distinctive in
the field; and that an eye design has a readily
under st ood neaning in the field making the inclusion of
such a design, per se, an insufficient basis on which to
predicate a |ikelihood of confusion. See Bost Bakery,
| ncorporated v. Roland Industries, Inc., 216 USPQ 799
(TTAB 1982) and cases cited therein. Accordingly, this
du Pont factor favors applicant.
Simlarity/Dissimlarity of the Marks

Finally, we turn to a determ nation of what we find
to be the key Ilikelihood of confusion factor in this
case, nanely, whether applicant’s mark and opposer’s
mar ks, when conpared in their entireties in terns of
appear ance, sound and connotati on, are simlar or
dissimlar in their overall commercial inpression.

In conparing the marks, the test is not whether the
mar ks can be distingui shed when subjected to a side-by-
si de conparison, but rather whether the marks are
sufficiently simlar in ternms of their overall comerci al
i npression that confusion as to the source of the
goods/services offered under the respective marks is
likely to result. Furthernore, although the nmarks at
i ssue must be considered in their entireties, it is well

settled that one feature of a mark nmay be nore

35



Qpposition No. 108, 377

significant than another, and it is not inproper to give
nore weight to this dom nant feature in determ ning the
commercial inpression created by the mark. See In re
Nati onal Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.
Cir. 1985).

We consider first opposer’s mark WE NEVER SLEEP and

t he design of a human eye shown bel ow,

igﬂ;;'-fri : E-;
iy P e el

e e

Aryrn oV

and applicant’s mark CATCH- ALL and the stylized eye

desi gn shown bel ow.

CSatch-All

The words WE NEVER SLEEP are the dom nant el enment of

opposer’s mark and the term CATCH-ALL is the dom nant
el ement of applicant’s mark. It is appropriate to give

greater weight to the word portions of the marks, because
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it by the words that purchasers will refer to opposer’s
services and applicant’s goods, rather than the
respective eye designs. In terms of sound, there are
obvi ous di fferences between WE NEVER SLEEP and CATCH- ALL,
and the marks vary greatly in appearance, not only
because they include very different words, but also
because opposer’s realistic depiction of a human eye has
a different look fromapplicant’s stylized eye design.
In terms of connotation, opposer’s mark, as used in
connection with its services, suggests a security conmpany
with an al ways watchful eye over persons and property,
whereas applicant’s mark, as used in connection with its
product, suggests an alarm which will “catch all”
persons entering or exiting a door w thout authorization.
We find, therefore, that these marks are dissimlar in
their overall comrercial inpression.

Conpari ng next opposer’s mark Pl NKERTON and the

stylized eye design shown bel ow

Pinkerion
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and applicant’s mark, for the same reasons as di scussed
above we find that PINKERTON is the dom nant el ement of
opposer’s mark and CATCH- ALL is the dom nant el ement of
applicant’s mark. Simlarly, in terms of sound,
appearance and neani ng, there are obvious differences
bet ween PI NKERTON and CATCH- ALL. Further, even a
conpari son between the stylized eye designs in
applicant’s and opposer’s marks reveals certain
differences. |In applicant’s mark, the stylized eye
design fornms part of the beginning letter “C” in the term
CATCH-ALL. It is a profile type of design and nore open
in nature, whereas in opposer’s mark, the stylized eye
desi gn | ooks somewhat like the letter “P,” is a nore
frontal type of design and is nore closed.

In terms of connotation, as noted above, applicant’s
mar k suggests an alarmwhich will *“catch all” persons
entering or exiting a door w thout authorization.
Opposer’s mark, on the other hand, suggests that the
Pi nkerton Conpany is keeping a watchful eye over persons
and property. W conclude therefore that these marks
al so have dissimlar overall comrercial inpressions.

Turni ng next to opposer’s mark, which consists of

the stylized eye design al one shown bel ow,
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and applicant’s mark, in view of the differences noted
above between the stylized eye designs in these
respective marks, and nore inportantly because of the
inclusion in applicant’s mark of the term CATCH ALL, we
find that the overall commercial inpressions of these
mar ks are |ikew se dissimlar

Turning finally to opposer’s mark PINKERTON and t he

N
4 ”J
PINKERTON

and applicant’s mark, again we find that PINKERTON is the

dom nant el enent of opposer’s mark and the term CATCH- ALL

is the dom nant el ement of applicant’s mark. And, in
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terns of sound, appearance and neani ng, there are obvious
di fferences between PI NKERTON and CATCH-ALL. In terns of
the respective stylized eye designs, opposer’s design
appears above PINKERTON and is nore open in appearance
wher eas applicant’s design forms part of the beginning
letter “C in the term CATCH-ALL. These marks have

di fferent connotations as di scussed above, and we
conclude that they |ikew se have dissiml|ar commerci al

i npressi ons.

In sum when we conpare applicant’s mark and each of
opposer’s marks in their entireties as to appearance,
sound and neaning, we find that they are dissimlar in
terns of their overall commercial inpressions. |n view
t hereof, we conclude that this du Pont factor weighs in
favor of applicant.

In summary, after careful consideration of the
evi dence of record with respect to the relevant du Pont
factors and the parties’ argunments with respect thereto,
we conclude that there is no |ikelihood of confusion in
this case. That is, notw thstanding the fact that
opposer’s surveillance services and applicant’s door
alarms for health care facilities are related and nay be
mar keted to the sanme purchasers, we find that opposer’s

mar ks and applicant’s mark are too dissimlar to support

40



Qpposition No. 108, 377

a determi nation that confusion is |likely. Moreover, we
find that the design of an eye, which is the only feature
the marks have in common, is routinely adopted in the
security field, and thus not a feature of opposer’s marks
which is entitled to a broad scope of protection.
Additionally, we find that the respective purchasers of
opposer’s surveillance services and applicant’s door
alarms for health care facilities would be

di scrim nating, thus making confusion unlikely.

Deci sion: The opposition is disnm ssed.
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